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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Leslie A Finkelstein has applied to register on the
Princi pal Register DI SCOUNT DECORATI NG QUTLET, in the form

shown bel ow, for “retail store services featuring hone

»n 2

decorating supplies and accessori es. Al t hough appl i cant

! This file was originally assigned to another Exam ning
Attorney. M. GCslick took over the file during the course of
exam nati on.

2 PMpplication Serial No. 75/480,544, filed May 6, 1998,
asserting first use on Cctober 1, 1992 and first use in comerce
on Cctober 1, 1997.
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asserts that the mark is inherently distinctive, he has
asserted in the alternative that the term has acquired

di stinctiveness as a mark and that it is therefore entitled
to registration under the provisions of Section 2(f) of the

Act .

Discount Decaza ling Ocrlet

Regi stration has been finally refused pursuant to
Section 2(e)(1) of the Trademark Act, 15 U.S.C 1052(e) (1),
on the ground that applicant’s clainmed mark is nerely
descriptive of and is generic for the identified services
and that, even if the mark were not generic, it is nerely
descriptive and applicant’s evidence of acquired
di stinctiveness is insufficient to qualify the termfor
regi stration under Section 2(f) of the Tradenmark Act.

Appl i cant has appeal ed fromthe final refusal of
regi stration. The appeal has been fully briefed, and an
oral hearing was held before the Board.

Thus, there are three issues which we nust consider:

1) |Is DI SCOUNT DECORATI NG OUTLET

merely descriptive of the identified
servi ces?
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2) |s DI SCOUNT DECORATI NG QUTLET a
generic termfor the identified
servi ces?

3) If DI SCOUNT DECORATI NG QUTLET is
merely descriptive but not generic, has
appl i cant denonstrated that the term
has acquired distinctiveness as a mark
for its identified services?

I n support of his position, the Exam ning Attorney has
submitted dictionary definitions® of the words in
applicant’s mark, as foll ows:

D scount: to deduct or subtract froma
cost or price; to sell or offer for
sale at a reduced price; to reduce in
guantity or val ue

Decoration: the act, process,

techni que, or art of decorating;

sonet hing used to decorate; an enbl em
of honor, such as a nedal or badge
Qutlet: a commercial market for goods
or services; a store that sells the
goods of a particular manufacturer or
whol esal er

The Exam ning Attorney has al so nmade of record a
nunber of third-party registrations in which the words
DECORATI NG or DI SCOUNT or OUTLET have been discl ai med, thus
i ndicating a recognition by those registrants of the

descriptive nature of these words. See, for exanpl e,

DECORATI NG CONCEPTS and desi gn, w th DECORATI NG CONCEPTS

3

The Anerican Heritage D ctionary of the English Language, 3d
ed. © 1992.
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di scl ai med*; | NSI DEQUT DECORATI NG CENTER wi t h DECORATI NG
CENTER di scl ai ned®; TOBACCO JUNCTI ON DI SCOUNT TOBACCO
QUTLETS and design, with TOBACCO and DI SCOUNT TOBACCO
QUTLETS di scl ai med®; MAGAZI NE DI SCOUNT QUTLET and desi gn,
wi th MAGAZI NE DI SCOUNT QUTLET discl ai ned’; BILL WATSON S
DI SCOUNT AUTO QUTLET and design, w th DI SCOUNT AUTO OUTLET
di scl ai med®;, and ADW AMERI CAN DI SCOUNT WAREHOUSE wi t h
AVERI CAN DI SCOUNT WAREHOUSE di scl ai med®.

Finally, the Exam ning Attorney has submtted excerpts
of articles taken fromthe NEXI S database in which the term
“di scount outlet[s]” is used, including the foll ow ng:

Most speakers called for the

devel opnent of the Skyland Shoppi ng
Center on Al abama Avenue, which was
descri bed as a “second-rate” shopping
facility and a “disjointed m x of fast
food, |ow-end | ocal discount outlets
and conveni ence stores with no major
retail tenants.”

“The Washi ngton Tinmes,” Decenber 17,
2000

Wi |l e di scount outlets and drug stores
have recently increased their shares in
conveni ence food, they have been nmgjor
pl ayers in snacks and candy for years.
“Busi ness and I ndustry,” Novenber 13,
2000

* Registration No. 2,057, 151.
® Registration No. 2,043, 860.
® Registration No. 2,011, 968.
" Registration No. 2,098, 347.
8 Registration No. 2,113, 848.
° Registration No. 2,307, 405.
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Xers al so hunt for clothing for
bargai ns at discount stores, spending
nore than 18 percent of their apparel
dollars there.” Anong di scount
outlets, Val -Mart is nost popular with
t hese consuners.

“Body Fashions Intimate Apparel,”
Novenber 2000

Nordstrom which has two full-1ine
stores in netro Atlanta and a di scount
outlet, also will take charges inits
fiscal third quarter ending Oct. 31....
“The Atlanta Journal and Constitution,”
Cct ober 12, 2000

O hers refer to Target as an “upscal e
di scounter.” The stores are designed
to |l ook |Iike upscal e departnent stores
rat her than discount outlets.
“Pittsburgh Post-Gazette,” Cctober 11
2000

ISR is located in a shopping center on
D agonal that al so houses a St. Vincent
DePaul discount outlet and a state

i quor store.

“Lewi ston Morning Tribune,” Cctober 8,
2000

Retail ers nust strike a bal ance,

anal ysts said, in locating discount

outlets so that they are convenient to

| ar ge nunbers of consuners...

“The Dallas Mrning News,” Cctober 7,

2000

One of the articles submtted by the Exam ning

Attorney is about applicant’s conmpany, although “di scount
decorating outlets” is not used as a trademark in the

article:
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Les Finkel stein Oamer Sunshi ne Drapery
& W ndow Fashi ons

“Sunshine Drapery Co., which includes

one wi ndow fashions store and two

di scount decorating outlets, is 12

mles fromthe Mssouri River in St.

Louis, MO, a town that is totally

devastated by the fl ood.

“HFD—he Weekly Honme Furni shings

Newspaper,” August 30, 1993

We turn first to the question of whether the Exam ning
Att orney has shown that the applied-for mark is nmerely
descriptive of “retail store services featuring hone
decorating supplies and accessories.” A mark is nerely
descriptive if it imediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of a product or service. Inre
Venture Lendi ng Associ ates, 226 USPQ 285, 286 (TTAB 1985).
See also, Inre Gyulay, 820 F.2d 1216, 3 USPQd 1009 (Fed.
Cir. 1987). The question of whether a mark is nerely
descriptive is not decided in a vacuumbut in relation to
t he goods on which, or the services in connection with
which, it is used. |In re Abcor Devel opnent Corp., 588 F. 2d
811, 200 USPQ 215 (CCPA 1978).
The NEXI S evi dence shows that DI SCOUNT QUTLET is a

readily recognized termfor a certain type of retail store,

and the dictionary evidence, as well|l as applicant’s own

identification, shows that DECORATING is a termused to
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refer to the kinds of supplies and accessories applicant
sells in his stores, i.e., “hone decorating supplies and
accessories.” Wen the terns are conbined in the mark
DI SCOUNT DECORATI NG QUTLET and used for retail store
services featuring hone decorating supplies and
accessories, consunmers will readily understand that
DI SCOUNT DECORATI NG QUTLET refers to a di scount store that
sell s goods for decorating. The rectangul ar background,
and the typestyle in which D SCOUNT DECORATI NG QUTLET are
shown, do nothing to obviate this descriptive significance.
Applicant argues that the term “decorating” is too
general to be considered nerely descriptive of applicant’s
services, pointing to definitions of “decorate” as “1. to
add sonmething to so as to make nore attractive; adorn;
ornanent; 2. to plan and arrange the colors, furnishing,
etc. of, 3. to paint or wall paper and, 4. to give a nedal,
badge, or simlar token of honor.” Brief, p. 2, quoting

Webster’s New Wrld Dictionary, 2d ed. 1970). Applicant

contends that, because of the various neani ngs of the word

“decorate,” his mark coul d “suggest a place that sells
party and holiday decorations, a business that sells
di scount ed paint and wal | paper, or a discount interior

decorating service....” Brief, pp. 2-3.
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We are not persuaded by this argunent. As we stated
above, the question of descriptiveness nust be decided in
relation to the identified goods or services, and not in
the abstract. Applicant’s services are identified as
“retail store services featuring hone decorating supplies
and accessories.” Thus, they are not an interior
decorating service, to use one of applicant’s exanpl es.

But since applicant’s advertisenents show that his stores
do sell discounted wall paper, applicant’s exanpl e that

DI SCOUNT DECCORATI NG QUTLET suggests a business that sells
di scounted wal | paper in fact shows that the termis nerely
descriptive of such a retail store. Wen applicant’s mark
DI SCOUNT DECORATI NG QUTLET and design is used in connection
with the identified services, we find that it imedi ately
conveys information as to the type of retail store services
that applicant is offering, nanely that applicant is
operating a discount retail store which features hone
decorating supplies, and that it is an apt termto describe
such services. Accordingly, we find that the mark is
merely descriptive.

However, applicant has sought registration, in the
alternative, pursuant to Section 2(f) of the Trademark Act,
on the basis that his mark has acquired distinctiveness.

Before considering this issue, we nust determ ne whet her
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DI SCOUNT DECORATI NG QUTLET is generic for applicant’s
services, since a generic termmy not be registered as a
t rademar k.

The critical issue in genericness cases is whether
menbers of the relevant public primarily use or understand
the term sought to be protected to refer to the genus of
goods or services in question. H Mrvin Gnn Corp. v.
International Ass’'n of Fire Chiefs, Inc., 782 F.2d 987, 228
USPQ 528 (Fed. Cir. 1986). The burden is on the Patent and
Trademark O fice to make a substantial show ng of
generi cness based on clear evidence of generic use. 1In re
Merrill Lynch, Pierce, Fenner, and Smth, Inc., 828 F.2d
1567, 4 USPQd 1141 (Fed. Cir. 1987).

It is the Exam ning Attorney’s position that DI SCOUNT
DECORATI NG SERVICES is a generic termfor applicant’s
servi ces because DI SCOUNT QUTLET refers to a specific type
of retail store, and DECORATING refers to the nature of the
goods offered by applicant’s stores, and therefore
i mredi ately identifies a central feature of the applicant’s
services. W do not disagree with this portion of the
Exam ning Attorney’ s argunent. However, the Exam ning
Attorney al so asserts that DECORATING is generic as applied
to the services. The evidence of record sinply does not

support the view that the term DECORATI NG per se is
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generic. Nor can we find that the conbination of the
generic term DI SCOUNT OQUTLET, with the descriptive term
DECORATI NG pl aced between DI SCOUNT and OUTLET, is generic.
As noted above, there is one newspaper article which does
use the term*“di scount decorating outlets” in a generic
manner in a reference to applicant’s stores, but this
single reference is not sufficient to neet the Ofice’s
burden of a substantial showi ng of genericness. Nor do the
third-party registrations in which DI SCOUNT OUTLET is

di scl ai med (e.g., MAGAZI NE DI SCOUNT QOUTLET, DI SCOUNT
TOBACCO QUTLETS) clearly show genericness. The disclainers
indicate only that the owners of those registrations do not
cl aimexclusive rights in those words; disclainmers may be
offered for nerely descriptive terns as well as generic
terns.

We have no doubt that DECORATI NG DI SCOUNT OUTLET is an
apt termto use for a retail store featuring decorating
supplies. However, as the Court nmade clear in In re
American Fertility Society, 188 F.3d 1341, 51 USPQRd 1832,
1836 (Fed. GCir. 1999), aptness is insufficient to prove
genericness. It is not enough to “sinply cite definitions
and generic uses of the constituent uses of a mark..in lieu
of conducting an inquiry into the neaning of the disputed

phrase as a whole to hold a mark...generic.”

10
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Because we find that DI SCOUNT DECORATI NG QUTLET is not
generic, we proceed to the third question in this appeal,
nanmel y, whet her applicant has submtted sufficient to
denonstrate that his mark “has becone distinctive of the
applicant’s goods in commerce.” Section 2(f) of the Act.
The greater the degree of descriptiveness a termhas, the
heavi er the burden to prove it has acquired
di stinctiveness. Yamaha International Corp. v. Hoshino
Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001 (Fed. Cr.
1988). Because applicant’s mark is highly descriptive of
his services, to the extent of being an apt descriptive
termfor the services, the burden on applicant to prove
acquired distinctiveness is accordingly high.

Applicant, in support of his claimof acquired
di stinctiveness, has asserted that he first used his mark,

inintrastate commerce, in 1992; that applicant uses his

mark in four establishments in the St. Louis netropolitan
and surroundi ng areas, and uses his mark on buil di ng signs
and pronotional literature; and that he has advertised in
newspapers, television and radi o, nmany of which have
appeared in interstate distribution. Applicant has
variously stated that his newspaper advertising costs total
“nearly $23,000” (response filed April 6, 1999), and that

his total annual advertising costs for the years 1995

11
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t hrough 1999 ranged from $129, 517 to $210, 743, wth

$216, 250 expected to be spent in 2000 (declaration of
Leslie Finkelstein). Applicant’s declaration also states
that he is the president and owner of Di scount Decorating
Qutlet retail stores, and that Di scount Decorating Qutl et
is in the business of retail store services featuring hone
decorating supplies and accessories. Applicant’s

decl aration states that his custoners include deal ers and
distributors “who sell these types of products,” and that
the gross profits for services provided through the

DI SCOUNT DECORATI NG QUTLET retail stores, as of the June
2000 date of his declaration, is over $9 mllion.
Applicant has al so submitted copies of his newspaper
adverti senents and/or the invoices therefor, in the
newspapers “St. Louis Post-Dispatch,” “The Collinsville
Journal” (St. Louis), “lIndependent-Journal” (St. Louis),
“Belleville News Dem,” (Belleville, IL), “M Vernon

Regi ster” (M. Vernon, IL), “Salem Tines Commoner” (Sal em
IL) and “Riverfront Tinmes” (St. Louis). The invoices are

primarily fromthe years 1998 t hrough 2000.

12



Ser No. 75/480, 544

Applicant has al so submtted over six hundred form
decl arations from customers and 12 form decl arations®® from
deal ers or distributors. |[In addition, applicant has stated
t hat he has spent over $270,000 on day-to-day business
expenses.

We shall now exam ne applicant’s evidence.

First, it should be noted that applicant’s services
are carried out in four stores located only in the
metropolitan St. Louis area. Judging fromthe newspaper
advertisenents, and the dates of use provided by applicant,
applicant did not render any services in interstate
commerce until October 1997.'! Section 2(f) of the
Trademark Act requires that the mark for which registration
is sought to have becone distinctive of the applicant’s
goods in comerce, i.e., comerce which can be controlled
by Congress.

Wth respect to applicant’s business expenses,
appl i cant has supplied copies of the checks witten on the

accounts of “Discount Decorating Qutl et of Sunset Hills,

10

Applicant has stated that he submtted twenty such
declarations, but only twelve are in the file. Wether the
nunmber is twelve or twenty woul d not change our decision herein.

At the oral argunent applicant stated that his first store in
IIlinois was opened on Decenber 29, 1996. Even if we accept this
date, rather than Cctober 1, 1997, as the date of first use in
interstate conmerce, a 10-nonth earlier use of the mark in
conmer ce woul d not change our decision herein.

13
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Inc.” and of “Sunshine Drapery Co. dba Di scount Decorating
Qutlet” in March 2000. These checks include such payees as
Ei senhart Wl |l covering, Dom nion Freight Lines, Sunshine
Drapery, First USA Bank, St. Louis County Water, G bson
Printing, Inc., The Daily Journal and Chase Pl atinum Vi sa.
Applicant argues that these expenditures “indicate
Applicant’s attenpt to establish a market for its [sic]
product through the use of DI SCOUNT DECORATI NG QUTLET and
Design.” Brief, p. 6. Aside fromthe fact that applicant
is seeking to register his mark for services, not products,
applicant’s ordinary business expenditures do not
necessarily result in the term DI SCOUNT DECORATI NG QUTLET
acquiring distinctiveness. There nust be a connection

bet ween t he expenditures and the public’'s recognition of
the termas a mark, and we fail to see how applicant’s
paynents of, for exanple, his water bill or shipping costs
or paynents to his other business (Sunshine Drapery)
establ i sh such a connecti on.

Simlarly, applicant’s gross profits of over $9
mllion do not show that DI SCOUNT DECORATI NG OUTLET has
acquired distinctiveness as a mark for applicant’s retai
store services. |In general, sales of products may show
only the popularity of the products, not recognition of the

mar k under which they are sold. But in this case,

14
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applicant’s sales of products in his stores do not
necessarily translate into recognition of DI SCOUNT
DECORATI NG QUTLET as a mark for his retail store services.
This brings us to consideration of the declarations.

Al t hough at first blush over 600 consuner decl arations
appears to be significant evidence of acquired
di stinctiveness, upon closer exam nation their probative
value is limted. The “declarations” are all identical,
and are not actually declarations at all, but are in the
formof a letter to the Assistant Conm ssioner for
Trademar ks and which states the foll ow ng:

| have been a custoner of Leslie

Fi nkel stein’s retail stores for (bl ank)

nmont hs/ years and have from them

pur chased various products,

particularly honme decorating supplies

and accessories, fromhis retail stores

whi ch bear the nane DI SCOUNT DECORATI NG

OUTLET.

| regard this nane as identifying the

servi ces and products of Leslie

Fi nkel stein only and not of any other

person or conpany providing simlar

retail store services.

The only information supplied by the letter witer is

the date, the nunber of years he or she has been a

custoner, and a signature and printed version of his or her

nane.

15
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It is not clear to us whether the letter witers fully
understood the inport of the formstatenent, or indeed, how
closely these forns were read before signing, as
i nformati on such as the date or the nonths/years or an
i ndication as to whether the signer neans nonths or years
is mssing on sone, while others have information which is
inconsistent wwth the statenents nade in the letter. For
exanple, two letters state that the signers have been
custoners of applicant’s retail stores for twenty years,
al t hough applicant first began using the mark | ess than
ei ght years before the letters were signed. It also
appears fromthe nanes on the declarations that entire
famlies visiting applicant’s stores signed separate
letters. Moreover, there is no indication as to whether
t hese declarants are fromthe imediate area in
nmetropolitan St. Louis in which applicant’s stores are
| ocated, or are located in different states, such that
applicant’s mark can be said to be distinctive of the
applicant’s services in comrerce.

As for the “declarations” fromdeal ers/distributors,
these too are not actually declarations, but are form
statenents witten by each conpany as a letter to the
Assi stant Commi ssioner for Trademarks on the particul ar

conpany’s letterhead. The text of these letters follows:

16
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W are dealers in the home decorating
supplies and accessories industry. In
t he course of our business, we have had
occasion to beconme famliar with nmany
home decorating supply retailers and
are famliar with Leslie Finkelstein's
stores trademar ked DI SCOUNT DECORATI NG
QUTLET.

It is our understanding that the mark
DI SCOUNT DECORATI NG QUTLET on such
retail stores indicates stores owned by
Leslie Finkelstein and not by any other
person or conpany. | am not aware of
any ot her conpany using DI SCOUNT
DECORATI NG QUTLET as a tradenmark or as
a nane describing any product or

servi ce.

It is our understanding that the mark
DI SCOUNT DECCORATI NG QUTLET has acqui red
in the trade the neaning of the retai
stores featuring hone decorating
supplies and accessories owned by
Lesli e Finkelstein al one.

Many of my custoners ask about the

DI SCOUNT DECORATI NG QUTLET stores and

expect that all stores marked with the

DI SCOUNT DECORATI NG QUTLET nane wil |

come formthe same source and be of

equal quality.

We find these letters to be of Iimted probative

value, too. It is not clear to us that the deal ers and
di stributors who signed these letters conpl etely understood
what they were signing. |In particular, the |ast paragraph
seens to be at odds with the facts in the record of this

appeal . This paragraph states that “many of ny custoners

ask about the DI SCOUNT DECORATI NG QUTLET stores.” However,

17



Ser No. 75/480, 544

there is no information in this record to show how
custonmers of dealers or distributors in Chicago; C evel and;
Longwood, Florida; Hopkins, Mnnesota; Charlotte, North
Carolina; Al bertville, Al abama; Chino, California; or Upper
Mar | boro, Maryland woul d be aware of four retail stores

| ocated only in netropolitan St. Louis.

Finally, we turn to the evidence of applicant’s
advertising. W have sone question about applicant’s
statenent that his newspaper advertising costs tota
“nearly $23,000” and that he has spent close to $1 mllion
pronoting and advertising his mark. This would indicate
that his advertising costs for radio, television and other
pronoti ons have anmounted to nearly $1 mllion. However, it
is applicant’s newspaper advertising that he has
concentrated on in his subm ssions, presenting over 100
i nvoi ces for newspaper ads. He has not discussed the
nature of his television or radio advertising in his
declaration, and in the nunerous advertising exhibits he
has provided, there are only three invoices regarding
tel evision advertising (co-op advertising claimforns), and
these refer to stations but give no indication as to the
nature of the commercials or the tines they were run

Mor eover, the invoices that applicant has submtted

with his declaration indicate totals of well over $23, 000

18
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just for newspaper advertisenents. Accordingly, we
consider the reference to “nearly $23,000” in newspaper
advertising expenditures to be in error, and we assune that
the majority of the over $1 million spent in advertising
and pronotion to be for newspaper adverti sing.

Even if we do not differentiate between newspaper and
ot her nedi a advertising, applicant’s declaration indicates
that much of his expenditures were nade before he began
using his mark in interstate commerce in Cctober 1997 (or
Decenmber 29, 1996). It is not clear how nmuch of his
advertising reached across state lines, such that it shows
acquired distinctiveness of the mark in cormmerce. |In any
event, the total anmount of applicant’s pronotional
expendi tures, averaging $167,000 per year over a siXx-year
period, is not sufficient for us to find that so highly
descriptive a term as DECORATI NG DI SCOUNT QUTLET, shown on
a rectangul ar background, has acquired distinctiveness as a
t radenmar k.

After considering all of applicant’s evidence, we find
that applicant has not net his burden of denonstrating that
DECORATI NG DI SCOUNT QUTLET and design is entitled to
regi stration under the provisions of Section 2(f) of the

Trademar k Act .

19
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Deci sion: The refusal of registration on the ground
that applicant’s mark is generic is reversed; the refusa
of registration on the ground that applicant’s mark is
nmerely descriptive of the identified services and has not

acquired distinctiveness as a mark is affirned.

20



